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REMARKS 

The non-final Office Action of May 30, 2003 was received and carefully 
reviewed. By the above amendments, each of claims 1-3 have been amended and a 
new claim 4, which is more specifically drawn to the embodiment of Figure 3, has 
been added, so that claims 1-4 are now pending. Reconsideration and withdrawal of 
the currently pending rejections are requested in view of the above-noted actions and 
for the reasons advanced in detail below. 

Initially, the Applicants note that Office Action of May 30 th does not address 
the two items submitted in the Applicants' Amendment of March 24, 2003. 
(Certificate of Mailing 3/20/03) Specifically, included with that Amendment was a 
Letter Submitting Corrected Formal Drawings (copy attached) in which the "Prior 
Art" label had been to Figures 1 and 2 and a reference numeral (26) had been added to 
the "black box" illustration of the "electronic means" in Figure 3. However, the 
May 30, 2003 does not indicate receipt and consideration of the Letter Submitting 
Corrected Formal Drawings and instead states "objections to the drawings set forth in 
the previous Office Action still holds", and the Applicants specifically request that the 
Letter Submitting Corrected Formal Drawings be considered and an indication of the 
consideration and acceptance be indicated in the next Office Action. 

Further, the Applicants note that Office Action of May 30 th does not address 
the request set forth in the Amendment of March 24 th , to consider the foreign prior art 
documents cited in the Information Disclosure Statement (IDS) of July 17, 2001 since 
each non-English document submitted, i.e. EP 0,145,745, DE 197 33 919 Al, DE 199 
23 116 Al, DE 3814466 Al and WO 85/05443, included an English language 
abstract. Therefore, pursuant to MPEP § 609 at part A(3) Concise Explanation of 
Relevance for Non-English Language Information (page 600-122), the Applicants 
again respectfully request that the Examiner consider the above identified non- English 
language documents and acknowledge consideration thereof by returning an initialed 
copy of the attached PTO-1449 form (a new copy thereof being attached hereto) with 
the next Office Action. If the Examiner continues to assert that the non-English 
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language documents submitted with the IDS of July 17, 2001 do not meet the 
requirements of 37 C.F.R. 1.98, a detailed explanation as to why the attached abstracts 
for each document do not provide a "concise explanation" is requested. 

With regard to the Examiner's objection to the Amendment of March 24, 2003 
(COM 3/20/03), under 35 U.S.C. 132, because it introduces new matter into the 
disclosure by the submission of amendments to original claim 2, the Applicants 
respectfully note that such an objection is improper and inconsistent with USPTO 
practice as specifically recited in MPEP Chapter 2163.06 (I) which clearly states: 

If new subject matter is added to the disclosure, whether it be in the 
abstract, the specification, or the drawings, the examiner should object 
to the introduction of new matter under 35 U.S.C, 132 or 251 as 
appropriate , and require applicant to cancel the new matter. If new 
matter is added to the claims, the examiner should reject the claims 
under 35 U.S.C. 112. first paragraph - written description requirement. 
In re Rasmussen, 650 F.2d 1212, 211 USPQ 323 (CCPA 1981). The 
examiner should still consider the subject matter added to the claim in 
making rejections based on prior art since the new matter rejection may 
be overcome by applicant. (Emphasis added) 

Therefore, only a rejection, under 35 U.S.C. 1 12 (first paragraph), should be used to 

address assertions of new matter presented by amendment to the claims. Withdrawal 

of the Examiner's objection, under 35 U.S.C. 132, is requested. 

With regard to the Examiner's rejections of claim 2, under 35 U.S.C. 1 12 (first 

paragraph), as lacking proper enablement and presenting new matter in the previously 

proposed amendments to claim 2, Applicant notes that the original specification, at 

paragraph [0022]-[0024], and Figure 5, clearly provides support for the features of 

claim 2 which now recites: 

Device for measuring or evaluating the relative position of two 
elements... 

- a light source (2) for producing at least one light beam along a beam 
path connected to a first of the two elements; 

- a first two-dimensionally readable optoelectronic sensor (110) and a 
second two-dimensionally readable optoelectronic sensor (120) each 
connected to a second of the two elements (500); 
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- a transmitting mirror (520) located in the beam path in front of the first 
optoelectronic sensor which can be read out two-dimensionally, the 
mirror and the sensors being in a relative alignment with respect to each 
other such that a portion of (125) the at least one light beam incident on 
a surface of an optoelectronically active layer of the first optoelectronic 
sensor (1 10) is reflected, via the mirror (520), directly as a light beam 
(125 1 ) onto a surface of the second two-dimensionally readable 
optoelectronic sensor (120); 

- electronic means (26, corrected Figure 3) for receiving output signals 
from the optoelectronic sensors, processing the signals, and computing 
the relative position of the at least one light beam relative to the first 
two-dimensionally readable optoelectronic sensor. 

Further, with regard to the assertion by the Examiner that a mirror, known as a 
reflector, could not also be transmitting, it is noted that the it is well known that the 
percentage of reflectance and transmittance of a "mirror" can be varied. For example, 
a search of the USPTO database for the term "transmitting mirror" reveals 216 patents 
(from 1976) which use that term. U.S. Patents 6,629,100 and 6,618,126 are just two 
such patents. Additionally, the patent to Cruz (Figure 1, element 24), which has been 
cited as prior art by the Examiner, also teaches the use of a transmitting mirror in an 
optoelectronic sensor position determination apparatus. Further, from a reading of the 
specification at the paragraphs noted above, it is clear to one of ordinary skill that the 
light from mirror (520) reflects light (125) which reflected light (125') is then 
transmitted to the second optoelectronic sensor (120). Regardless, the Applicant has 
provided the non-narrowing amendment to claim 2 removing term "transmitting" 
except for its initial occurrence. For the above reasons, one of ordinary skill in the art 
is clearly taught by the specification as originally filed how to make and use the 
invention of claim 2 as presently amended and one of ordinary skill in the prior art 
would recognize that the original specification does in fact teach the invention set 
forth in claim 2, given what such a person would already know. Therefore, 
withdrawal of the rejections of claim 2, under § 112 (first paragraph), is respectfully 
requested. 
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With regard to the Examiner's objections to the claims 1-4 for use of the terms 

"incidences," "proportionally reflected," and "the first optoelectronic sensor", the 

Applicant asserts that, when viewed in light of Figures 3 & 5 and the specification, at 

paragraphs [0017] and [0023], which clearly and unequivocally state that "the 

reflected portion 125" of light beam 25 which is "incident" on the first sensor (1 10) is 

reflected via mirror 520 of Figure 5 onto (i.e., is incident upon) the surface of the 

second sensor (120), one of ordinary skill in the art would be aware of the nature of 

the claimed invention and that the Applicant had possession of the invention as 

claimed, under § 112 (second paragraph), at the time of filing the instant application. 

However, for purposes of clarity only, claims 1-4 have been amended, so as to be 

rephrased without narrowing the intended scope, to state that: 

a "portion" of the light beam incident on the surface of the first "two- 
dimensionally readable" optoelectronic sensor is reflected by the surface 
of the "first two-dimensionally readable optoelectronic sensor" onto 
(incident) the surface of the second. . .sensor. 

Finally, since the light beam (25, 125) is clearly taught by the specification, paragraph 
[0017], and claim 4 to be incident on the surfaces of the first and second 
optoelectronic sensors, the use of the term "incidences" in claim 4 is believed to be an 
accurate and precise statement of the invention. 

With regard to the Examiner's rejections of: 

Claim 1, 3 and 4, under 35 U.S.C. 103(a), as being obvious in view of 
the teachings of Holzl ('998) combined with the teachings of the 
Applicant's Admitted Prior Art (AAPA), 

Claim 2, under 35 U.S.C. 103(a), as being obvious in view of the 
teachings of Holzl ('998) combined with the teachings of the Applicant's 
Admitted Prior Art (AAPA) and Cruz ('877), and 

Claims 1-4, under the judicially established doctrine of obviousness- 
type double patenting, as being obvious in view of the teachings claim 
1-6 of co-pending U.S. Patent Application No. 10/253,698, set forth at 
pages 4-7 of the Office Action 

each of these rejections is respectfully traversed for the following reasons. 
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Initially, the Applicant asserts that obviousness-type double patenting rejection 
is properly only provisional in nature and no action need be taken until the final status 
of the claims of this application and U.S. Patent Application No. 10/253,698 has been 
determined. Furthermore, it is submitted that this rejection is inconsistent with the 
restriction in U.S. Patent Application No. 10/253,698 in that the claims of that 
application cannot be both patentably distinct from each other and all obvious over the 
counterpart claims which have been examined in this application. Either this rejection 
or that restriction requirement should be withdrawn, but both cannot be properly be 
maintained. Thus, until this inconsistency is resolved, Applicant cannot properly 
address this rejection. 

With regard to the prior art rejections, under § 103(a), the presently claimed 

invention of independent claim 1 sets forth the following features, that are also set 

forth in claims 2-4: 

...a first two-dimensionally readable optoelectronic sensor and at least 
one second two-dimensionally readable optoelectronic sensor connected 
to a second of the two elements each of which are in a relative 
alignment with respect to each other such that a portion of light beam 
incident on a surface of an optoelectronically active layer of the first 
optoelectronic sensor is reflected by the surface of the optoelectronically 
active layer directly as a light beam onto a surface of the at least one 
second two-dimensionally readable optoelectronic sensor ; 

- electronic means for receiving output signals from each of the 
optoelectronic sensors, processing the signals, and computing the 
relative position of the light source means relative to the incidences of 
the at least one light beam on the surfaces of the two-dimensionally 
readable optoelectronic sensors, (emphasis added) 

As pointed out previously, a review of the Holzl reference reveals that the 
patentee does not disclose the device structure of claim 1 since there is no first and 
second optoelectronic sensor mounted on the second of two elements wherein the first 
optoelectronic sensor reflects a portion of the light beam impinging thereof onto the 
second optoelectronic sensor. To the contrary, Holzl teaches that when a reflected 
light beam embodiment is to be employed, only one optoelectronic sensor is used and 
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it is mounted on the first of two elements (Figure 1, element 7). Further, the patentee 
teaches that when two optoelectronic sensors are mounted on the second of two 
elements (Figures 2, 3; elements 9, 10), it is not the reflectance of the first 
optoelectronic sensor, but the transmittance of the first optoelectronic sensor that is 
employed to provide signals which will be used to determine the alignment of the two 
elements. 

The Examiner asserts that the noted deficiencies of Holzl are remedied by the 
teachings of the AAPA since "a reflective type optoelectronic sensor such as a CMOS 
sensor circuit is commercially available" in the specification at page 5. However, the 
Applicant asserts that Examiner has clearly mischaracterized the teachings of the 
AAPA since, while the specification states that a CMOS sensor circuit (IC) useful for 
the present invention is available from HP/Agilent, what is not taught/suggested by 
the AAPA (or Holzl) is that the reflective capabilities of the surface of a first 
optoelectronic sensor can be utilized as a no-cost improvement to the two-sensor 
position determination system of which Holzl prefers to use the transmittance of the 
first optoelectronic sensor to provide accurate position determinations in combination 
with a second optoelectronic sensor receiving the transmitted light from the first 
optoelectronic sensor. 

In fact, it is conventional for optoelectronic sensors to be provided with an 
anti-reflection coating to reduce the reflectivity of the sensor, i.e., improve the 
transmittance as required by Holzl. A search of the USPTO patent database (attached) 
for "(antireflection or 'anti-reflection coating 1 ) and (optical or video or camera) and 
(sensor)" reveals that there are more than 1000 patents which disclose such coatings 
for optoelectronic sensors. The Sulzbach (486) and ('442) patents, from that database 
search, are just two examples of the need for anti-reflection coatings on the surface 
optical sensors. The Examiner has not established, through any teachings of Holzl or 
the AAPA, that one of ordinary skill in the art could take advantage of the ability of 
the surface of an optoelectronic sensor to be reflective and use that supposedly 
undesirable feature (as evidenced by the common use of anti-reflection coatings on 
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such sensors) to provide a simple low cost apparatus for determining the positional 
relationship of elements which avoids the need for a partially transmitting reflector as 
in the prior art illustrated by Figures 1, 2, elements 12, 40 or as shown in Cruz. 

Finally, the Examiner states in the Office action that "it is implicitly true the 
whether the light incident on the second detector is reflected or transmitted from the 
first detector the operational principle for obtaining the relative position between the 
two shafts or elements do not change." The Examiner, in making such a statement, 
has again evidenced a failure to understand the inventive concept outlined in the 
specification. That is, only the Applicant has established that sufficient light can be 
reflected from the surface of a first optoelectronic sensor to be received upon the 
surface of a properly positioned second optoelectronic sensor to enable the second 
sensor to sense the impinging reflected light and output a signal which accurately 
represents the position of the reflected light (beam) on the second optoelectronic 
sensor. The fact that a two optoelectronic sensor system can be used to determine 
accurate positional relationships between machine parts or elements is not an issue 
relevant to a determination of obviousness of the present invention since the AAPA 
(Figures 1 , 2) and Holzl already clearly establish such a point, the issue is how is such 
achieved, and as noted above, the art does not teach use of the reflectance of an 
optoelectronic sensor in the manner of the present invention. 

Therefore, in light of the deficiencies discussed above in the cited prior art, a 
prima facie case of obviousness has not been established by the combination of the 
teachings of Holzl and AAPA, and consequently, the rejection of claims 1, 3 and 4, 
under § 103(a), is improper and should now be withdrawn. 

With regard to the teachings of the Cruz reference, cited to teach the use of a 
partially transmitting mirror in a two optoelectronic sensor positioning apparatus, a 
review of the reference reveals no teaching which remedies the deficiencies of the 
Holzl reference or the AAPA as outlined above. Consequently, the rejection of 
claim 2, under § 103(a), based upon the teachings of Holzl, AAPA and Cruz is also 
improper and should be withdrawn. 
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The present application should now be in condition for allowance and action to 
that effect is requested. However, should the Examiner find some issue to remain 
unresolved, or should any new issue arise, which could be eliminated through 
discussions with the Applicant's representative, then the Examiner is invited to 
contact the undersigned by telephone in order that the further prosecution of this 
application can thereby be expedited. 

Lastly, it is noted that a separate Petition for Extension of Time (three months) 
accompanies this response along with an authorization to charge the requisite 
extension of time fee to Deposit Account No. 19-2380 (741 124-79). However, should 
that petition become separated from this Amendment, then this Amendment should be 
construed as containing such a petition. Likewise, any overage or shortage in the 
required payment should be applied to Deposit Account No. 19-2380 (1/41 124-79). 
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LETTER SUBMITTING CORRECTED FORMAL DRAWINGS 

Commissioner for Patents 
Washington, D.C. 20231 

Sir: 

In response to the Office Action of September 20, 2002 for the above-captioned 
patent application, the Applicant submits two sheets of formal drawings, containing 
Figures 1-3, illustrating the "electronic means" feature of claims 1-3 (computer 26), and 
identifying Figures 1-2 as "Prior Art", as required by MPEP Chapter 608.02. Approval 
and entry is respectfully requested. 

Respectfully submitted, 
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McLean, Virginia 22102 
Telephone: (703) 770-9300 
Facsimile (703)770-9400 
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